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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

BROADCOM CORPORATION  ) Opposition No.: 91225592 

      ) 

Opposer,    ) Application No.: 86590996 

     ) 

v.      ) 

     ) 

TESSOL, INC.     ) 

      ) 

Applicant    ) 

 

In re Application Serial No. 86/590,996 

Published in the Official Gazette on August 25, 2015 

Mark: WE CONNECT THE ‘THINGS’ 

 
U.S. Patent and Trademark Office 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA 22313-1451 

 

 

ANSWER TO NOTICE OF OPPOSITION 

Applicant, TesSol, Inc., (“Applicant”) submits the following answers to the Notice of Opposition 

filed by Opposer, Broadcom Corporation, (“Opposer”) in the above-referenced proceeding.  Unless 

specifically admitted to below, all of the allegations within the Opposer’s Notice of Opposition are 

denied. 



- 2 - 

 

In response to the unnumbered introductory paragraph, Applicant denies any and all allegations 

or insinuation of the Notice of Opposition that Serial No. 86/590996 should be barred from registration. 

1. In response to paragraph 1, Applicant responds that it lacks sufficient knowledge or 

information to form a belief as to the truth of the allegations in paragraph 1 and, therefore, denies each 

and every allegation in paragraph 1. 

2. In response to paragraph 2, Applicant admits that Broadcom Corporation appears to be 

the owner of Reg. No. 2,601,945 in the records of the U.S. Patent and Trademark Office.  Applicant 

further admits that in the records of the U.S. Patent and Trademark Office that Reg. No. 2,601,945 was 

filed on February 4, 2000 and registered on July 30, 2002 both of which are prior to the filing date of 

Applicants Serial No. 86/590996.  Except as expressly admitted, Applicant responds that it lacks 

sufficient knowledge or information to form a belief as to the truth of each of the remaining allegations in 

paragraph 2 and, therefore, denies each and every remaining allegation in paragraph 2. 

3. In response to paragraph 3, Applicant admits that Broadcom Corporation appears to be 

the owner of Reg. No. 2,984,436 in the records of the U.S. Patent and Trademark Office.  Applicant 

further admits that in the records of the U.S. Patent and Trademark Office that Reg. No. 2,984,436 was 

filed on August 14, 2001 and registered on August 16, 2005 both of which are prior to the filing date of 

Applicants Serial No. 86/590996.  Except as expressly admitted, Applicant responds that it lacks 

sufficient knowledge or information to form a belief as to the truth of the allegations in paragraph 3 and, 

therefore, denies each and every remaining allegation in paragraph 3. 

4. In response to paragraph 4, Applicant admits that Broadcom Corporation appears to be 

the owner of Reg. No. 3,787,269 in the records of the U.S. Patent and Trademark Office.  Applicant 

further admits that in the records of the U.S. Patent and Trademark Office Reg. No. 3,787,269 was filed 

on September 28, 2009 and registered on May 11, 2010, both of which are prior to the filing date of 

Applicants Serial No. 86/590996.  Except as expressly admitted, Applicant responds that it lacks 
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sufficient knowledge or information to form a belief as to the truth of the allegations in paragraph 4 and, 

therefore, denies each and every remaining allegation in paragraph 4. 

5. In response to paragraph 5, Applicant responds that it admits that Exhibit 1, which 

Opposer annexed to its Notice of Opposition, purport to be copies of Trademark Electronic Search 

System (“TESS”) and Assignments for the Opposer’s marks.  Except as specifically admitted, Applicant 

lacks sufficient knowledge or information to form a belief as to the truth of the allegations in paragraph 5 

and, therefore, denies each and every remaining allegation in paragraph 5. 

6. In response to paragraph 6, Applicant responds that it lacks sufficient knowledge or 

information to form a belief as to the truth of the allegations in paragraph 6 and, therefore, denies each 

and every allegation in paragraph 6. 

7. In response to paragraph 7, Applicant responds that it lacks sufficient knowledge or 

information to form a belief as to the truth of the allegations in paragraph 7 and, therefore, denies each 

and every allegation in paragraph 7. 

8. In response to paragraph 8, Applicant responds that it lacks sufficient knowledge or 

information to form a belief as to the truth of the allegations in paragraph 8 and, therefore, denies each 

and every allegation in paragraph 8. 

9. In response to paragraph 9, Applicant responds that it lacks sufficient knowledge or 

information to form a belief as to the truth of the allegations in paragraph 9 and, therefore, denies each 

and every allegation in paragraph 9. 

10. In response to paragraph 10, Applicant admits the allegations in paragraph 10. 

11. In response to paragraph 11, Applicant denies each and every allegation in paragraph 11. 

12. In response to paragraph 12, Applicant denies each and every allegation in paragraph 12. 

13. In response to paragraph 13, Applicant denies each and every allegation in paragraph 13. 

In response to Opposer’s prayer for relief paragraph, Applicant denies that there is any basis to 

sustain the opposition of Application Serial No. 86/590,996 and the Application should be allowed to 

register. 
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AFFIRAMATIVE DEFENSES & AMPLIFICATIONS 

Applicant asserts that the following affirmative defenses bar Opposer’s requested relief in its 

Notice of Opposition.  Applicant hereby gives notice that it may rely on any other defenses that are 

deemed affirmative defenses that may become available or appear proper as this opposition proceeds, and 

hereby reserves its right to amend this Answer to assert any such defenses.  Applicant is not collaterally 

attacking the validity of Opposer’s pleaded registrations and Applicant’s allegations merely relate to the 

showing of weakness, descriptiveness, or genericness of Opposer’s pleaded marks.  Applicant’s assertion 

of the following is not and should not be construed as an admission that Applicant bears the burden of 

proof of showing any of the defenses alleged below: 

14. The mark of U.S. Application 86/590,996 WE CONNECT THE ‘THINGS’ has a distinct 

commercial impression from Opposer’s mark CONNECTING EVERYTHING and the dominant portions 

are not the same.  Applicant’s mark WE CONNECT THE ‘THINGS’ emphasizes an action (CONNECT) 

and who performs the action (WE) and to what the action is applied (THINGS).  Opposer’s mark 

CONNECTING EVERYTHING is a generic, or at best descriptive, fragment that was in general use long 

before Opposer adopted the phrase as a mark and does not have secondary meaning or distinctiveness in 

relation to Opposer’s goods and/or services.  The common use of connecting everything is completely 

unrelated to Opposer’s pleaded marks and connecting everything has come to represent the current trend 

of connecting items, including trivial items of all sorts and nature, to the internet, a.k.a. the Internet of 

Things or IoT.  In contrast to the focused, active, and unique commercial impression of the Applicant’s 

mark, the following examples demonstrate the general generic nature and weakness of the Opposer’s 

pleaded marks taken from a google search of the literal term “connecting everything” on January 17, 

2016: 
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http://www.mckinsey.com/insights/high_tech_telecoms_internet/connecting_everything_a_conversati
on_with_ciscos_padmasree_warrior 

 
http://www.businessweek.com/chapter/kelly.htm 
 

 

https://www.realcomm.com/webinars/433/extreme-operations-connecting-everything-to-the-

network-internet-of-things 

 

http://www.amazon.com/Rethinking-Internet-Things-Connecting-Everything-
ebook/dp/B00EBCGHSW 

 

http://www.fastcompany.com/3022523/internet-of-things/the-4-biggest-barriers-to-connecting-
everything-and-how-to-tear-them-down 

 

http://www.mckinsey.com/insights/high_tech_telecoms_internet/connecting_everything_a_conversation_with_ciscos_padmasree_warrior
http://www.mckinsey.com/insights/high_tech_telecoms_internet/connecting_everything_a_conversation_with_ciscos_padmasree_warrior
http://www.businessweek.com/chapter/kelly.htm
http://www.amazon.com/Rethinking-Internet-Things-Connecting-Everything-ebook/dp/B00EBCGHSW
http://www.amazon.com/Rethinking-Internet-Things-Connecting-Everything-ebook/dp/B00EBCGHSW
http://www.fastcompany.com/3022523/internet-of-things/the-4-biggest-barriers-to-connecting-everything-and-how-to-tear-them-down
http://www.fastcompany.com/3022523/internet-of-things/the-4-biggest-barriers-to-connecting-everything-and-how-to-tear-them-down
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http://www.fiercewireless.com/story/atts-lurie-outlines-new-path-industry-connecting-

everything/2015-09-11-0 

 

http://www.govtech.com/fs/news/Connecting-Everything-with-Everything.html 

 

https://cirrent.com/us/ 

 

http://blog.smartthings.com/news/roundups/theres-actually-a-strong-case-for-connecting-

everything-in-your-home-to-the-internet/ 

 

15. There is little or no commonality between the Applicant’s and Opposer’s goods and 

services so the registration of Applicant’s mark will not create a likelihood of confusion, mistake, or 

deception between the Applicant’s mark and the pleaded marks of the Opposer.  Applicant’s registration 

or use of Applicant’s mark will not create confusion or falsely lead consumers to believe that Applicant 

and Opposer are affiliated in any way.  The respective application and/or registrations between Opposer’s 

and Applicant’s marks describe different identification of the goods and services.  Opposer’s good 

descriptions for their pleaded marks are: ”Semiconductors; computer chipsets; semiconductors, 

computer chipsets and computer software for communication, wireless communication and 

connectivity; firmware for using and controlling wireless broadband communication technology and to 

enable communication and wireless communication; computer hardware; integrated circuits; and 



- 7 - 

 

soft are for o trolli g a d usi g i tegrated ir uits”.  To the extent that Opposer’s terminology in their 

identification is unclear or undefined, extrinsic evidencing in the form of Opposer’s goods helps to show 

the Opposer goods and services  would be seen by members of the trade to serve specific niche markets 

and applications.  Opposer designs and markets chips that are purchased by third-party manufacturers and 

assembled into end products such as smart phones and network cards.  Applicant manufactures goods for 

industrial process control and the goods themselves are end-products purchased and used by the customer.  

Opposer is a chip designer whose goods are physically small, low cost (few dollars), development kits, 

semiconductors, chipsets, and associated firmware and whose goods are then sold en mass to third-parties 

for integration into subsequent products.  As stated on page 1 of Opposer’s 2014 annual report: 

“We provide one of the industry’s broadest portfolio of highly-integrated 

system-on-a-chip solutions, or SoCs, that seamlessly deliver voice, video, data 

and multimedia connectivity in the home, office and mobile environments. 

This focus on integration enables Broadcom to provide products that deliver 

leading performance, consume relatively low power and take up a minimal 

amount of space within our customers’ products.”  (emphasis added)  

In other words, ‘within our customers’ products’ means that, for the most part, Opposer’s 

products are purchased by third parties (e.g., Apple) by the millions and then those items are integrated 

into complete systems e.g., iPads, telephones, tablets, televisions, computers, gaming systems, printers, 

watches, thermostats, smoke alarms, network cards, network switch, router, wireless devices, and a host 

of other electronic systems which are then sold under a third-party brand (e.g., again Apple).    The public 

has no knowledge of the Opposer’s goods being built into the product. Opposer’s products are physically 

and functionally buried so deep in a system that they are ‘invisible’ to the end user, e.g., the end user of 

an iPhone would have no reason to know the manufacturer of the connectivity chip in their phone.  The 
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following image is the inside of an Apple watch with one of Opposer’s typical core products noted in the 

center top of the photograph as the Broadcom BCM43342.  

 

  

Applicant’s description of goods are: “Electronic communications systems comprised of 

computer hardware and software for the transmission of data between two points; Signal conditioning 

a d o u i atio  de i es for i dustrial pro ess o trol” Applicant’s goods, in contrast, are end-

products purchased and used by sophisticated end users that have a full understanding of who 

manufactured the product.  Applicant’s goods are typically large systems (desk drawer to automobile 

sized), significant cost per unit (thousands to hundreds of thousands of dollars each) and are not only 

E a ple a d t pi al use of Opposer’s produ t that has ee  a ufa tured i side the 
Apple Watch.  

Image from 

https://www.google.com/search?q=broadcom+chip+in+iphone&source=lnms&tbm=isch&sa=X&ved=0ah

UKEwj_8PrG-

7vKAhUS7GMKHdEQD7MQ_AUICCgC&biw=1707&bih=869#tbm=isch&q=broadcom+apple+watch&imgrc

=rrLRE3gZOWM_2M%3A 
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highly visible to the end user but directly and physically manipulated and controlled by the end user.  The 

marks pleaded by Opposer are not present on Opposer’s goods whereas all of Applicants goods are 

externally branded as being manufactured by Applicant, further eliminating any likelihood of confusion 

as to the source of the product.  It is inconceivable to imagine anyone confusing Applicant’s hardware, 

software, and signal condition and communication systems used as industrial process control systems 

with Opposer’s connectivity chips; or confusing the relative sources of the two products; or that the 

relative marks applied to the respective products could cause confusion or to cause mistake or seen to 

deceive. 

 

E a ple of Appli a t s goods 
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16. Opposer is not entitled to relief because Opposer’s pleaded marks are not appropriately 

used in commerce.  The Lanham Act requires that when on goods the mark is placed it is placed in any 

manner on the goods or their containers, or the displays associated therewith or on the tags or labels 

affixed thereto, or if the nature of the goods makes such placement impracticable, then on documents 

associated with the goods or their sale.  Opposer does not mark its goods, or their containers, or displays, 

tags, labels or to the documents associated with the goods or their sale.  Opposer’s distributor does not 

ship Opposer’s goods with any additional literature or documentation which displays Opposer’s marks.  

There can be no assertion that the customer is being mislead and no likelihood of confusion between 

Applicant’s mark or goods and Opposer’s pleaded marks or goods when the Opposer does not affix the 

pleaded mark(s) as required for goods in commerce.  As shown in the following images of Opposer’s 

products, Opposer utilizes registration mark 85594106 on its products but does not place any of its 

pleaded marks onto the products or packaging.  When these products are purchased from the Opposer’s 

distributor they arrive at the customer’s site bagged, in sticks, trays, boxes, or on tape without any 

additional documentation and void of the pleaded marks on the product or packaging.   Furthermore, 

Opposer’s goods are represented and sold on Opposer’s authorized distributors in the complete absence of 

any of the Opposer’s pleaded marks.   Where it does appear, for example on the Arrow website (an 

authorized distributor of Opposer’s goods) shown in the screen capture below, the term Connecting 

everything has no marking as a trademark or registered mark but merely a self-laudatory phrase.  
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Opposer’s use of the term ‘connecting everything’ as a catch phrase and not as a claimed or registered mark (end of paragraph ‘…Broadcom is 
changing the world by Connecting everything’ (highlighting added).  Additionally, Opposer’s ‘pulse’ mark is used without the CONNECTING 
EVERYTHING tag line, contrary to Opponent’s assertion with specimen submission.  

(https://www.arrow.com/en/products/manufacturers/b/broadcom) 

https://www.arrow.com/en/products/manufacturers/b/broadcom
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E a ple of Opposer s arks appeari g o  their authorized distri utor s e site ut, contrary to their specimen submitted, the mark appears 

without the pleaded marks, i.e., without the CONNECTING EVERYTHING tagline. 

http://avnetexpress.avnet.com/store/em/EMController/Broadcom/_/N-4294609506?storeId=500201&sel=M&action=products&langId=-1 
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Opposer s t pi al  spe i e  su itted for their pleaded arks (Exhibit E) includes the CONNECTING EVERYTHING tagline.  However, in actual 

use, Opposer s pulse  ark appears without any of the pleaded marks. 

http://avnetexpress.avnet.com/store/em/EMController/Transceivers-Misc/Broadcom/BCM8726BIFBG/_/R-12203102/A-12203102/An-

0?action=part&catalogId=500201&langId=-1&storeId=500201&listIndex=-1&page=1&rank=0
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Opposer s produ t pa kagi g fro  Opposer s Authorized Distri utor sho i g o i di ation of 

Opposer s pleaded marks on product packaging as required by the Lanham Act.  Products are 

pur hased a d re ei ed  the usto er ithout a  refere e to a  of Opposer s arks. 
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Opposer s goods a d pa kagi g do ot i lude a  of Opposer s pleaded marks 
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Despite assertio s  Opposer, pa kagi g does ot i lude a  of the Opposer s pleaded arks 

 

17. Opposer and Applicant have completely different customer bases, types of customers, 

sales cycles, marketing, and sales channels.  What Opposer’s and Applicant’s customers do have in 

common is that they are both highly sophisticated, know exactly what they are buying, and work closely 

with the supplier of the goods and services.  Opposer sells the bulk of their chips through strategic 

relationships to manufacturers for further integration into their customer’s products as explained on page 

6 of Opposer’s 2014 Annual Report (Opposer’s annual reports are available on Opposer’s website and 

included only by reference due to its length):  

We sell our products to leadi g ired a d ireless co u icatio s 

manufacturers. We have also established strategic relationships with 

multiservice operators that provide wired and wireless communications 

services to consumers and businesses. Our leading customers currently shipping 
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wired and/or wireless communications equipment and devices incorporating 

our products include: 

• Alcatel-Lucent     • Hu a  

• Apple      • Pace 

• Arris      • “a su g 

• Cisco      • Tech icolor 

• Hua ei Tech ologies    • ZTE 

A small number of customers have historically accounted for a substantial 

portion of our net revenue. Contributions to our net revenue by these 

customers have increased in the last several years. Sales to our five largest 

customers represented 44.1%, 48.3% and 46.9% of our net revenue in 2014, 

2013 and 2012, respectively. In 2014, 2013 and 2012 sales to Samsung 

represented 14.2%, 21.3%, and 17.3% of our net revenue, respectively. In 2014, 

2013 and 2012 sales to Apple represented 14.0%, 13.3%, and 14.6% of our net 

re e ue, respecti el .  

 

Continuing on page 7 of Opposer’s 2014 Annual Report:  

Due largely to the location of our customers and their fabrication facilities, the 

majority of our products are shipped outside of the United States to customers 

through our distribution center in Singapore and a smaller portion within the 

United States via an operations and distribution center in Irvine, California. Net 

product revenue derived from actual shipments to international destinations, 

primarily in Asia represented 95.7%, 96.4% and 96.4% of our net revenue in 

2014, 2013 and 2012, respectively.  
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Opposer also sells their products by direct marketing and through regional and global 

manufacturer’s representatives and/or distributors such as Mouser Electronics (mouser.com), and Arrow 

Electronics (Arrow.com).  In sharp contrast to these handful of primary customers and a network of sales 

and distribution channels of the Opposer, Applicant’s goods are sold directly to customers after lengthy 

technical discussions with the customer, the goods are manufactured by the Applicant at their facility in 

Washington State, and finally the goods are received by the end user (i.e., not a closely aligned third-

party which subsequently manufacturers products containing Applicant’s goods).  Often times, 

Applicant’s customers come to the Applicant’s facility for pre-purchase discussions, pre-shipment 

inspection, and operation/maintenance training.  Applicant’s products are purchased by the end user (or 

by their purchasing department) after the exchange of system requirements, specifications and quotations.  

Applicant’s customers are highly sophisticated users such as researchers in the national laboratories, 

military laboratory facilities, medical device and drug manufacturing industry, auto industry and their 

suppliers, university research laboratories, government agencies, and R&D divisions of corporations of all 

sizes.  There is no opportunity for confusion to anyone through these distinctively different distribution 

channels.  By any measure of comparison, Applicant and Opposer have no commonality in any manner of 

products, customers, distribution, application, etc., as seen as the results of a Google search which 

identified only one intersection of the name of the Applicant and the name of the Opposer, and that single 

entry is in relation to Opposer’s filing of this opposition.  In other words, if it were not for the filing of 

this opposition the entire internet shows absolutely no intersection of the Opposer and the Applicant.  

None whatsoever.  The likelihood of confusion between the Opposer and the Applicant when absolutely 

no overlap occurs is infinitesimal.   
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18. Opposer is not entitled to relief because Opposer’s pleaded mark is a deceptively mis-

descriptive term.  The mis-description is not entirely implausible or irrelevant to the nature of the goods in 

that Opposer claims that 99.98 percent of all internet traffic crosses at least one of Opposer’s goods.  

However even as applied to the specific industry of ethernet and wireless connecting, Opposer’s products 

do not “connect everything’.  The mark CONNECTING EVERYTHING is simply self-laudatory or self-

congratulatory phrase which is inherently descriptive.  Deceptively mis-descriptive and self-laudatory 

A o e  Google sear h of Appli a t s AND Oppo e t s a es sho s that the Google search 

resulted in a single result having the names of both parties, and that entry is the result of 

Oppo e t s oppositio  to Appli a t s ark.  Whe  Google sear h o l  fi ds o e e tr  here 
Opposer and Applicant overlap, it demonstrates that the opportunity and expectation of confusion 

between Applicant and Opponent must be extremely unlikely. 
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marks are not entitled to any level of protection without showing that it has become distinctive and has 

achieved a secondary meaning with respect to the goods in question.  It would be absurd to suggest that 

anyone would reference Opposer’s goods using the term CONNECTING EVERYTHING as in ‘… the 

circuit needs an ethernet switch, let’s use a connecting everything …”; indicating that Opposer’s mark(s) 

have not achieved any secondary meaning in the general population or among individuals within their 

trade. 

19. Opposer is not entitled to relief because Opposer’s pleaded marks are weak and entitled 

to only a narrow scope of protection as evident by the hundreds of USPTO registered marks and common 

use marks featuring various combinations of the terms “CONNECT(ING)” and/or “(EVERY)THING” 

used in the United States in commerce by numerous third parties. 

20. Opposer is not entitled to relief because the exact term used in Opposer’s pleaded marks 

is used by many others in commerce in the United States further showing Opposer’s marks are 

particularly weak, descriptive, have no secondary meaning, are generic, and therefore entitled to a very 

narrow scope of protection.  Branding featuring the exact words CONNECTING EVERYTHING is used 

in the United States in commerce by numerous third parties in reference to the internet and align with 

Opposer’s goods and/or services; a few examples of which are shown in the following website page 

captures: 
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Orbcomm.com (above) 
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https://www.qualcomm.com/media/documents/files/providing-the-connectivity-fabric-for-

everything-presentation.pdf 

 

 

http://www.phoenixrf.com/ 

 

 

http://wistuff.com/ 
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https://www.qualcomm.com/news/onq/2015/05/13/internet-everything-works-everyone 

 

 

 

http://www.dspcomm.com/ 

 

21. The term CONNECTING EVERYTHING is so diluted in reference to the internet, 

electronics, communication, common use, and the popular press that no single entity can have exclusive 

rights to these words or that phrase.  The adoption and use of the term CONNECTING is part of more 

than 415 federally registered and numerous other common law marks for goods in all International 

Classes.  This includes 65 registered and live marks for goods in International Class 9 that are not owned 

by Opposer, including, by way of example, CONNECTING THE UNCONNECTED (U.S. Registration 

4088897) for computer hardware and software; CONNECTING THE DIGITAL WORLD TO THE 

GLOBAL NETWORK (U.S. Registration 3146253); CONNECTING THE WORLD’S DATA (US 

Registration No. 4652599); CONNECTING PEOPLE TO INFORMATION (U.S. Registration 1843496);  

JMA CONNECTING WIRELESS (U.S. Registration 4629319).  The existence of such registered third-
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party marks applied to the same or similar goods as the Opposer’s mark requires that Opposer’s mark be 

narrowly construed such that the Opposer’s mark cannot form the basis of a likelihood of confusion claim 

against Applicant’s mark.  Furthermore, the use of the term CONNECTING EVERYTHING is a 

commonly used expression describing the internet being connected to everyday items.  Thousands of 

references to CONNECTING EVERYTHING, and the thousands of third-party use of the weak 

descriptive terms CONNECTING and EVERYTHING force the public to look for other elements beyond 

this common phrase to distinguish the source of the marked goods. The Opposer itself recognizes that 

their standard character mark has no distinguishing elements and therefore, as shown below, pairs the 

stylized CONNECTING EVERYTHING mark with a separate and more distinctive element, i.e., 

Opposer’s mark with serial number 85594106 

( the ‘pulse’ waveform) in an effort to provide 

distinction to their goods.  Opposer’s pleaded 

marks are so exceptionally weak that the 

public must look for other elements 

completely outside of the mark to obtain any 

distinction whatsoever and, therefore, 

Opposer’s pleaded marks are entitled to only 

the narrowest scope of protection.  

22. Similar to its use in everyday English, the word CONNECT is used in the electronics 

industry to assert that one or more items are physically attached or can communicate, exchange signals, or 

exchange information with one another.  Opposer does not have exclusive rights to the root word 

CONNECT and the word is used in 3999 live records of trademarks on the USPTO TESS site (Exhibit 

A).  The term “CONNECTING” is weak and diluted in connection with the goods and services of 

Opposer and entitled to a very narrow scope of protection.  

23. Similar to its use in everyday English, the word THING is used in the electronics industry 

as a general appointment of identification to an object or concept where its proper name isn’t known or 
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isn’t critical to the understanding of one’s reference.  Opposer does not have exclusive rights to the root 

word THING and the word is used in 2065 live records of trademarks on the USPTO TESS site (Exhibit 

A).  The term “EVERYTHING” is weak and diluted in connection with the goods and services of 

Opposer and therefore is entitled to very narrow scope of protection. 

24. Similar to its use in everyday English, word combinations of CONNECT and THING are 

used in the electronics industry as the action of bringing nameless items together in some form or fashion.  

Despite their overreaching assertion that all forms of these words belong to the Opposer, the Opposer 

does not have exclusive rights to all variants and all word combinations of CONNECT and THING.  A 

Google search of the verbatim term “connecting everything” resulted in ‘about 166,000’ results.  As 

shown in Exhibit F, the first reference to Opposer or Opposer’s goods is around entry number 70 on page 

8, and this is the only reference to Opposer within the first 100 entries. The widespread use of the exact 

phrase CONNECTING EVERYTHING demonstrates the weakness and dilution of the phrase.  At most, 

Opposer would only have a limited degree of trademark protection for the specific phrase or stylized 

CONNECTING EVERYTHING and, due to the weakness and dilution of that exact phrase and similar 

phrases, Opposer is entitled to a very narrow scope of protection. 

25. Opposer’s claims are precluded by its unclean hands, in that Opposer presented a 

specimen to the USPTO during the registration application of Opposer’s pleaded marks stating that the 

pleaded marks are provided to the customer in the form of “instructional material / product insert” 

(Exhibit E). On January 22, 2016, some of Opposer’s products were purchased from an authorized 

distributor of Opposer’s products (mouser.com).  During the purchase process none of the webpages used 

throughout the identification, selection, and purchase process contained any reference to Opposer’s 

pleaded marks. The purchased goods arrived from the distributor with only the goods and a packing list 

and, specifically, in the complete absence of any instructional material or product inserts or reference to 

Opposer’s marks of any kind.  In contrast to Opposer’s claims that inserts similar to the specimen 

submitted to the USPTO are provided to the customer, Opposer’s goods were purchased and received in 

the absence of instructional material, literature, product inserts, or any reference to Opposer’s pleaded 
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marks.  Opposer’s pleaded marks did not appear on the distributor’s packing list which was the only 

documentation associated with the shipment.  Furthermore, Opposer has submitted specimens with 

registration 77836583 implying that the mark somewhere on a distributor’s website qualifies as suitable 

marking of the product.  However, there is a strong likelihood that the customer will not happen upon 

these product pages and the customer will not see Opposer’s mark at any time during the purchase 

process.  As shown below from the arrow.com and mouser.com websites, a typical purchase pathway is to 

initially search for Opposer’s goods, identify the specific item desired, select the item for purchase, and 

complete the purchase.  All of these steps are completed without the customer ever being presented with 

any banner or other webpage feature showing any of Opposer’s marks, and without visiting any web page 

that includes any of Opposer’s marks.  To see Opposer’s marks in the manner described by the specimen 

that Opposer provided to the USPTO, the customer must view a specific product page that is not in the 

customer’s general flow of product selection, identification, and purchase.  Since it is unlikely that the 

customer will see Opposer’s mark during the purchase process, Opposer knows, or has reason to know, 

there is not a reasonable expectation that the customer will see the mark during the purchasing process 

and it is an improper assertion of use in commerce and an improper submission of the specimen to the 

USPTO.  
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(Above) Search for Opposer’s products and narrowing to Ethernet chips on Opposer’s 
authorized distributor’s arrow.com site brings user to this page for Ethernet switch IC.  None of 
the pages have presented any of Opposer’s marks. 
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(Above) From the previous web page, customer is able to specify a quantity and purchase the 
chips.  None of the pages have presented any of Opposer’s marks to the customer. 
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(Above) Similar example on another of Opposer’s authorized distributor’s website.  Search for 
Opposer’s goods results in 85 matches.  None of the pages have presented any of Opposer’s 
marks to the customer. 
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(Above) Following a search for Opposer’s goods and identification and selection of items to 
purchase, customer is able to purchase and check out without any references to Opposer’s 
marks or the presenting of Opposer’s marks to the customer. 

 
26. Opposer’s claims are precluded by its unclean hands in that, as shown in Exhibit B, 

Opposer is seeking to assert exclusive rights to the generic form of, to any variant of, and to all 

combinations of the root words “CONNECT” and ”THING” against Applicant, which Opposer knows, or 

has reason to know, is an improper assertion and inequitable conduct towards the Applicant.  
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27. Opposer’s claims are precluded by its unclean hands, in that Opposer is attempting to 

intimidate Applicant by misrepresenting their mark as famous (Exhibit B, letter 1, paragraph 3, line 3) 

quoted as follows:  “To protect its substantial goodwill and investment in its famous CONNECTING 

EVERYTHING mark..” (emphasis added to aid the reader) .  Opposer themselves acknowledge in their 

pleading that their mark is not famous.  Opposer’s knows, or has reason to know, that their non-famous 

mark is not entitled to the additional protection of a famous mark and the assertion that Opposer’s mark is 

famous is a misrepresentation and inequitable conduct towards the Applicant. 

28. As an affirmative defense of unclean hands, applicant alleges that Opposers are not 

entitled to relief because they have engaged and are engaging in trademark misuse in the form of 

trademark bullying; namely, invoking trademark rights to harass and intimidate applicants beyond what 

the law might reasonably be interpreted to allow.  Trademark bullying goes far beyond the use of cease-

and-desist letters, demand letters, and chest-thumping threat letters, and includes baseless extensions to 

oppose and the filing of oppositions with baseless assertions.  Trademark bullying significantly skews the 

litigation process in the favor of the bully by making it too expensive for small companies to defend 

themselves.  For the minimal cost of an hour of associate’s time and a postage stamp, a trademark bully 

can easily recycle a meritless opposition resulting in a disproportionate expense to the applicant.  These 

actions delay registration and typically force the small business to abandon their application for marks 

that have been examined by the USPTO and deemed sufficiently distinct to proceed to publication. 

Opposer’s opposition to Applicant’s mark is not a case of Opposer’s mark being overlooked in a sea of 

marks or somehow not considered by the USPTO examiner.  Applicant’s mark and Opposer’s mark 

constituted four of the twenty-five marks that were directly compared when all marks containing both 

root words CONNECT and THING were considered during the examination.  This is a very small group 

and it would be insulting to suggest that the marks were not considered by the examiner.  Since Opposer’s 

pleaded marks are all the same phrase, this effectively means that in this examination the Applicant’s 

mark was evaluated against CONNECTING EVERYTHING at least three times, and each time the 

Applicant’s mark was found to be distinct.  As shown in EXHIBIT C, Applicant’s mark has already been 
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directly evaluated against Opposer’s pleaded marks using all factors specified in the Trademark 

Manual of Examining Procedure (TMEP) (EXHIBIT C; XSearch item 13, *connect*[bi,ti] AND 

*thing{"sz"0:1}[bi,ti] NOT dead[ld] returning 25 live viewed documents and 25 live viewed images 

including Applicant’s mark and Opposer’s pleaded marks).  As the direct result of this examination and 

comparison of the Applicant’s and Opposer’s marks, the Applicant’s mark was found to be distinct from 

Opposer’s pleaded marks and that there existed no likelihood of confusion between the respective marks.  

We understand that anyone who has standing and believes they would be damaged by the registration of a 

mark has, and should have, the right to oppose an application.  However, despite delaying with a 90 day 

extension before opposing, Opposer’s pleading does not present any information which would merit a re-

evaluation or reconsideration of the approval of Applicant’s mark, nor does it provide any additional 

insight as to why there is a likelihood of confusion beyond factors that have already been considered by 

the USPTO.  The Du Pont factors have not changed and the Applicant’s mark is as distinct as when 

originally approved for publication.  Applicant is a small business that is harmed by Opposer’s litigation 

tactics, unjustified registration delays and litigation costs. With regard to confusion and similarity, 

Opposer’s knew, or should have known, that the appropriate factors have already been applied to 

Applicant’s mark and Opposer’s mark as the result of the examination by the USPTO and found that they 

do not share similar sound, meaning, or commercial impression.   

Prior to filing the opposition Opposer knew, or should have known, that the goods and services of 

Opposer and Applicant do not have any commonality in channels of distribution, application, or 

customers.  Specifically, paragraph 11 of Opposer’s pleading states: 

“Moreover, the goods covered under Applicant’s Application are identical to or highly 

related to the goods and services offered and registered by Opposer under its 

CONNECTING EVERYTHING® Marks…” (emphasis added) 

Such an overreaching assertion makes an absolute mockery the trademark opposition process.  As 

is obvious from the examples of Opposer’s goods (taken from mouser.com a distributor of Opposer’s 

goods) and Applicant’s goods (taken from Applicant’s website) shown in Exhibit D the relative products 
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have no similarity let alone give any impression of being identical or highly related.  Paragraph 11 of the 

opposition continues:  

“… and the respective goods and services are marketed or will be marketed to the same 

consumers and potential customers in the same channels of trade. 

Rather than Opposer dashing off an opposition in an effort to quash Applicant’s application, with 

a few minutes of consideration it would have become apparent that the Opposer’s and Applicant’s goods 

and services are not marketed to the same customers nor are they in the same channels of trade.  Without 

so much as a gossamer linking the Applicant’s and Opposer’s products, customers, or channels of trade, 

Opposer’s overstatement is a blatant misrepresentation of the degree of relatedness of the Opposer’s and 

Applicant’s goods and services. 

Opposer’s overzealous opposition is objectively baseless and brought subjectively for an 

improper purpose, i.e., at minimal cost to the Opposer the opposition places undue financial burden upon 

the Applicant, results in delays of the mark, results in rebranding, and blocks registration for no legitimate 

basis.   While Applicant would like to believe that Opposer’s misrepresentation of the facts is merely an 

oversight and due to the boilerplate recycling of previous oppositions, Opposer’s similar actions with 

other small business applicants speaks otherwise.  The following table includes a handful of 

representative examples, taken from the USPTO TTABVUE system, demonstrating that Opposer sets out 

to harass and burden applicants with delays and litigation costs in an attempt to have the application 

abandoned.  While the first two are particularly egregious, the examples in this table clearly demonstrate a 

pattern of delaying and/or opposing of an applicant’s marks for products and services which beyond any 

stretch of the imagination, have no likelihood of confusion between the applicant’s and Opposer’s goods 

and/or services, for which the marks are different from Opposer’s in all respects, or where Opposer 

misrepresents the similarities of the channels of trade and the likelihood of confusion in an attempt to 

illegally increase the scope of its marks.  Unfortunately, Opposer’s abuse of the legal process is rewarded 

since in nearly all cases when the Opposer targets a small business applicant, the mark is abandoned.  As 

seen in this table, when Opposer (a company having a 2014 revenue of $8.3 Billion and legal/accounting 
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expenditure of $74 million) has an inclination to target the trademark application of an individual or a 

small business, the small business is so overwhelmed and outspent that they typically just give up.  Any 

Pro se response by the small business to opposer’s cease-and-desist or threat letters simply cause 

opposing counsel to salivate and to further bully the applicant.  As is the case with any bulling based on 

strength or money rather than right and wrong, an opposer with sufficiently deep pockets can twist the 

Lanham Act into an obscene perversion of its original intent, and with each victory the bully becomes 

emboldened.  The USPTO needs to recognizing this bullying at its earliest stages and quash improper 

oppositions where the lack of similarity was established before publication of the mark, the facts related 

to product similarity, channels of trade, and customer base are obvious, and the misrepresentations 

asserted by an opposer are baseless and unfounded. 

Proceeding Applicant Mark Good or Service 

(abbreviated) 

Status 

86593568 Patrick 

Perrine 

CONNECTING 

EVERYTHING DOG 

Animal harnesses; Animal 

leashes; Backpacks for 

pets; Collars for pets 

Currently delayed 

due to Opposer s 

extension to 

oppose 

77764973 Shashi Reddy PERSONA Bags and cases specially 

adapted for holding or 

carrying portable 

telephones and telephone 

equipment and accessories 

Delayed due to 

Opposer s 

extensions of 

time to oppose 

and ultimately 

abandoned after 

publication 

86510584 CM2 Limited, 

LLC 

BROADBRANCH Accounting consultation;  

 

Currently delayed 

due to Opposer s 

extension to 

oppose 

86216823 Solgenia S.p.A CONNECTING 

PEOPLE, PLACES 

AND THINGS 

Computer software and 

computer software 

applications for use in 

management of business 

i for atio … 

Abandoned after 

publication 

85690548 Silver Spring 

Networks, Inc 

 

CONNECT TO THE 

EVERYTHING 

NETWORK  

 

Computer services for 

others, namely, 

implementing and 

operating computer 

networks ….  

Abandoned after 

publication 

77135789 TECNOLINK 

S.A.  

INCONCERT Software used for handling 

phone calls and multimedia 

Delayed due to 

Opposer s 

http://ttabvue.uspto.gov/ttabvue/v?pno=77764973&pty=EXT
http://ttabvue.uspto.gov/ttabvue/v?pno=86510584&pty=EXT
http://ttabvue.uspto.gov/ttabvue/v?pno=85690548&pty=EXT
http://ttabvue.uspto.gov/ttabvue/v?pnam=TECNOLINK%20S.A.%20%20
http://ttabvue.uspto.gov/ttabvue/v?pnam=TECNOLINK%20S.A.%20%20
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messages between 

individuals and 

organizations …. 

extensions of 

time to oppose.  

Registered 8 

months after 

publication 

 

PRAYER FOR RELIEF 

WHEREFORE, in light of the forgoing, Applicant contends that this opposition is groundless and 

baseless; that Opposer has not shown wherein it will be, or is likely to be, damaged by the registration of 

Applicant’s trademark; that Applicant’s mark is distinct from Opposer’s pleaded marks; that Applicant’s 

and Opposer’s goods have no commonality in function, channels of trade or customers; Opposer has 

unclean hands that bar relief to Opposer; and Applicant prays that this opposition be dismissed with 

prejudice and that the application for the trademark WE CONNECT THE ‘THINGS’ Application Serial 

No. 86/590,996 be granted registration.  

Respectfully Submitted, 

/s Craig Andrews / 

Craig Andrews, Vice-President, TesSol, Inc. 
1315 SE Grace Ave Ste 130 
Battle Ground, WA 98604 
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CERTIFICATE OF SERVICE 

 
I hereby certify that a true and complete copy of the foregoing “Answer to Notice of Opposition” 

has been served on Opposer’s representative by mailing said copy on this 5th day of February, 2016, via 

USPS Priority Mail, postage prepaid to:  

Susan M. Natland 
Knobbe Martens Olson & Bear LLP 
2040 Main Street, 14th Floor 
Irvine, CA 92614 
 
 
 
 
/s Craig Andrews / 
________________________________________ 
Craig Andrews 
 
 
 
Date 2/5/16 
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Exhibit A 

Existing live marks using the word CONNECT 

and the word THING and combined words 

CONNECT and THING 
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3999 TESS records for live marks using the word CONNECT 
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2065 TESS records for live marks using the word THING
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TESS search for marks using the words connect AND thing 
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Exhibit B 
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Exhibit C 
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TTABVUE XSearch search summary of Applicants mark (highlighting added). 
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1/18/16 TESS search of *thing{"sz"0:1}[bi,ti] AND *connect*[bi,ti] NOT dead[ld] (highlighting added) 
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1/18/16 TESS search of *thing{"sz"0:1}[bi,ti] AND *connect*[bi,ti] NOT dead[ld] (highlighting added) image list page 1 of 4 
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1/18/16 TESS search of *thing{"sz"0:1}[bi,ti] AND *connect*[bi,ti] NOT dead[ld] (highlighting added) image list page 2 of 4 
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1/18/16 TESS search of *thing{"sz"0:1}[bi,ti] AND *connect*[bi,ti] NOT dead[ld] (highlighting added) image list page 3 of 4 
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1/18/16 TESS search of *thing{"sz"0:1}[bi,ti] AND *connect*[bi,ti] NOT dead[ld] (highlighting added) image list page 4 of 4 
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Opposer’s effort to stop an individual making Smart Dog Collars from using the mark “CONNECTING EVERYTHING DOG” 
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Opposer’s successful effort to stop an individual making Purses and Handbags from using the term “PERSONA”
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Opposer’s efforts to stop Accounting and Business Consultant from using the term “BROADBRANCH” 

 



- 54 - 

 

Opposer’s efforts to stop Business and Customer relationship software from using the term CONNECTING PEOPLE, PLACES, and THINGS 
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Opposer’s efforts to stop Computer Services for Others in Class 042 from using the mark CONNECT TO THE EVERYTHING NETWORK

 



- 56 - 

 

Opposer’s efforts to stop Software for Telephones and Multimedia Message system from using the mark INCONCERT
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Exhibit D 

Comparison of Opposer’s Products and 

Applicant’s Products 
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Opposer’s Products Available on Mouser.com  

 (85 products listed under search for “Broadcom”) 
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Opposer’s Products As Available on Mouser.com (85 products listed under search for 
“Broadcom”) 
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Typical Applicant’s Products 

(www.fideris.com)  

Since many products utilize similar cabinets they look very similar externally, so representative 

samples from different categories are shown.  As an indication of scale, all equipment rack 

modules are approximately 20” wide.  Typical complete systems assembled from multiple 

modules and are 24” wide, 36” deep, and 4-8 feet high.  Products vary in weight from a few 

pounds to a couple of thousand pounds. 

  

http://www.fideris.com/
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Exhibit E 

Opposer’s mark Serial Number 75909155 

declaration of its use of mark in commerce, 

sample specimen, and lack of any such use of 

mark in products purchased from Opposer’s 
authorized distributor 



- 65 - 

 

 
 



- 66 - 
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The above screen capture is the specimen submitted to USPTO as typical of instructional material / 
product insert that is asserted to be included with all of Opposer’s goods.  However, recently purchased 
goods of Opposer include no reference to any of Opposer’s marks. 
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Opposer’s goods were purchased from Mouser Electronics on January 22, 2016 as sales order 235164210 

and received on January 26, 2016.  As shown in the photographs below, Opposer’s goods were shipped to 

the customer with no instructional material, no product inserts, nor any other reference to the Opposer’s 

pleaded marks or any of Opposer’s marks.  As shown below, the goods were packaged within a box 

whose only markings were warnings related to the opening and handling of the electronic components.  

The box was packaged along with a packet of desiccant and a moisture indicating card inside a sealed 

envelope which was then packaged inside the distributor’s box along with the packing slip. 

 

 



- 69 - 

 



- 70 - 

 

 

 



- 71 - 

 

Exhibit F 
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